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! DETAILED ACTION 
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1 . This action is responsive to the application filed on December 12, 2001 . 

X 

Claims 1-25 are pending in the application. 



Claim Rejections - 35 USC §112 

2. The following isja quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 9 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 



4. Claim 9 recites ^a term "MPU" not previously in the base claim and not defined in 
claim 9. This term rules claim 9 indefinite. 



Claim Rejections - 35 USC § 102 

5. The following is; a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-3/8-9, 10, 13-15, 17-19, 22-25 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Agha etal. (USPN 6,044,461), hereafter "Agha". 
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7. As to claim 1: | 

i 

Agha teaches al nonvolatile memory device configured to store firmware (col. 1 
lines 15-22 "program code includes... BIOS"; col. 1 lines 65-67 "stored in an electrically- 
rewriteable read-only memory such as flash memory"); 

first means for issuing an instruction to an operating system to make the 

i 

operating system execute a shutdown process (col. 2 lines 22-23 "system to be 
shutdown"; col. 4 lines 29-40 "operating system"), and to update the firmware (col. 2 
lines 23-26 "updates to the program code") stored in the nonvolatile memory device 
(col. 1, lines 15-22 "BIOS"; col. 1, lines 65-67 "stored in an electrically-rewriteable read- 
only memory such as flash memory"), after the operating system has completed the 
shutdown process (col. 2 lines 21-28 "shutdown... to permit updates to the program"); 
and 

second means/ responsive to the instruction to update the firmware (col. 4 lines 
29-40- Explains that "computer programs comprising instructions" when "executed" 
perform the steps of updating), for updating the firmware after the operating system has 
completed the shutdown process (col. 4 lines 29-40 "operating system"; col. 2 lines 21- 
28 "shutdown... to permit updates to the program"). 



8. As to claim 2: 1 

Rejection of claim 1 is incorporated and further Agha discloses wherein the first 
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means includes means for issuing, to the operating system, a shutdown request 

containing a request for updating the firmware, thereby making the operating system 

i * 1 

issue the instruction tq update the firmware after the operating system has completed 

i' 

the shutdown process; (col. 2 lines 22-23 "system to be shutdown in a maintenance 

mode to permit updates"; col. 4 lines 29-40 "operating system" - Explains that 

i 

"computer programs comprising instructions" when "executed" perform the steps of 

i 

updating; col. 2 lines 21-25 "the computer system is shutdown to permit the updates"). 



9. As to claim 3: '< 

Rejection of claim 2 is incorporated and further Agha discloses the instruction to 
update the firmware supplied from the operating system is included in a power 

T 

management event, which is issued from the operating system to power off or reboot 
the information-processing apparatus (col. 4 lines 29-29 "instruction that... cause 
systems... to perform"; col. 2 lines 21-29 "computer system must be rebooted", 
"maintenance modeVand 

the second means includes means for powering off or rebooting the information- 
processing apparatus in response to the power management event, after the firmware 
has been updated (col. 2 lines 21-29 "once the updates have been performed, the 
computer system must be rebooted"). 



10. 



As to claim 8: 

Rejection of claim 1 is incorporated and further Agha discloses wherein the 
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firmware stored in the nonvolatile memory device is a BIOS program configured to 
control hardware of the information-processing apparatus (col. 1 lines, "BIOS program 
code"). 

i 
i 

11. As to claim 9: 

i 

Rejection of claim 1 is incorporated and further Agha discloses wherein the 
firmware stored in the nonvolatile memory device is a program to be executed by 
an MPU in a controller that is incorporated in the information-processing (Fig. 1 
reference 22 "Startup Processor", reference 24 "Flash ROM"). 

12. As to claim 10: 

Agha discloses a nonvolatile memory device configured to store firmware (col. 
1 lines 15-22 "program code includes... BIOS"; col. 1 lines 65-67 "stored in an 
electrically-rewriteable read-only memory such as flash memory"); 

a first means for issuing, to an operating system, a shutdown request containing 
a request for updating the firmware, thereby making the operating system execute a 
shutdown process (col. 2 lines 21-29, "computer system... shutdown to permit updates 
to the program code"; col. 4 lines 29-40 "operating system" - Explains that "computer 
programs comprising instructions" when "executed" perform the steps of updating which 
involve the shutting down of the system.), and also causing the operating system to 
issue, after the operating system has completed the shutdown process, a power 
management event including an instruction to update the firmware stored in the 
nonvolatile memory device and to power off or reboot the information-processing 
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apparatus (col. 2 linesj21-29, "once the updates have been performed, the system must 

) 

be rebooted" "maintenance mode"; col. 4 lines 39-49 "operating system" "instructions 

i 

that... cause... systems... to perform"); and 

I 

second means.j responsive to the power management event issued from the 

t 

i 

operating system, for executing a firmware-updating process to update the firmware 

> 

stored in the nonvolatije memory device thereby providing new firmware, and then 
powering off or rebooting the information-processing apparatus (col. 2 lines 21-29 "once 
the updates have been performed", "system must be rebooted"). 



13. As to claim 13: : 

Agha discloses a nonvolatile memory device configured to store firmware (col. 
1 lines 15-22 "program code includes... BIOS"; col. 1 lines 65-67 "stored in an 
electrically-rewriteable read-only memory such as flash memory"); 

firmware-updating means for updating the firmware stored in the nonvolatile 
memory device (col. 2 lines 21-29 "updates have been performed"); and 

means for instructing, when updating the firmware, the firmware-updating means 
to update the firmware (col. 4 lines 29-39 "routines executed to implement"), using a 
power management event that is issued from an operating system being executed in 
the information-processing apparatus (col. 4 lines 29-39 "operating system"; col. 2 lines 
21-29 "maintenance mode"), the power management event causing initiation and 
completion of a shutdown process (col. 2 lines 21-29 "requires computer system to be 
shutdown... in maintenance mode"), then an updating of the firmware and lastly a 
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powering off or rebooting of the information processing system (col. 2 lines 21-29 "once 

i 

updates have been performed, the computer system must be rebooted"). 

i 

i 

i 
t 

14. As to claim 14: | 

j 

Rejection of claim 13 is incorporated and further Agha discloses shutdown 

process closes downlall active task including closing device drivers forming part of said 

I 

5 

information processing apparatus (col. 2 lines 21-29, "computer system to be 
shutdown"; col. 1 lines 45-56 "hardware devices". 

i 

15. As to claim 15: 

Rejection of claim 14 is incorporated and further Agha discloses 
information processing apparatus includes a communication interface, a display 
controller, a display and an I/O controller and said shutdown process closes 
down said communication interface, said display controller, said display and 
said I/O controller (Fig. 1 "Interface", "Controller"; col. 2 lines 21-29 "computer system 
to be shutdown"). 

16. As to claim 17: 

Agha discloses making an operating system execute a shutdown process (col. 2 
lines 21-29 "requires computer system to be shutdown"; col. 4 lines 29-29 "routines 
implemented as part of an operating system"), and issuing an instruction to update (col. 
2 lines 21-29 "updates to the program code"; col. 4 lines 29-39 "instructions that... 
cause those devices to perform steps") firmware stored in a nonvolatile memory device 



i 
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incorporated in the information-processing apparatus (col. 1 lines 18-22 "program code 

j 

includes... BIOS"; col.i1 lines 65-67 "stored in an electrically-rewriteable read-only 

memory such as a flash memory"), after the operating system has completed the 

i 

shutdown process (coj. 2 lines 21-29 "shutdown... to permit updates to the program 

! 

code"); and updating the firmware after the operating system has 

i 

: 

completed the shutdown process, in response to the instruction to update the 

< 

firmware (col. 2 lines 21-29 "shutdown... to permit updates to the program code"; col. 4 

•* 

lines 29-39 "instructions that... cause those devices to perform steps"). 

! 

t 
| 

17. As to claim 18: 

Rejection of claim 17 is incorporated and further Agha discloses wherein the 

issuing the instruction to update the firmware includes issuing a shutdown request 
containing a request for updating the firmware (col. 2 lines 21-29 "shutdown to permit 
updates to the program") (see claim 17), thereby making the operating 
system issue the instruction to update the firmware after the operating system 
has completed the shutdown process (see col. 2 lines 21-29 and col. 4 lines 29-39). 



18. As to claim 19: 1 

.< 

Rejection of claim18 is incorporated and further Agha discloses the instruction to 
update the firmware is: included in a power management event (col. 2 lines 21-29 
"maintenance mode" "shutdown... to permit updates"), which is issued from the 
operating system (col. 4 lines 29-39 "routines... implemented as... operating system") to 
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i 

power off or reboot th6 information-processing apparatus (col. 2 lines 26 "must be 

i 

rebooted"), when the operating system has completed the shutdown process (coL 2 

i 
j 

lines 21-29 "once updates... system... rebooted" - The updates occur after the 

t 

shutdown process -see col. 2 lines 21-29) ; and 

the updating includes powering off or rebooting the information-processing 

j 

apparatus in accordance with the power management event, after the firmware has 

1 

been updated (col. 2 lines 21-29 "maintenance mode" "once the updates have been 
performed... system must be rebooted"). 



19. As to claim 22: 

Agha discloses issuing, to an operating system, a shutdown request (col. 2 lines 
21-29 "requires computer system to be shutdown"; col. 4 line 29-39 "implemented as 
part of an operating system") containing a request for updating the firmware (col. 2 
lines 21-29 "shut down to permit updates to the program code"; col. 4 lines 29-39 
"instruction that... cause... systems to perform steps") stored in a nonvolatile memory 
device provided in the information-processing apparatus (col. 1 lines 18-22 "program 
code includes... BIOS"; col. 1 lines 65-67 "stored in an electrically-rewriteable read- 
only memory such as a flash memory"), thereby making the operating system execute 
a shutdown process (col. 2 lines 21-29 "requires computer system to be shutdown"), 
and also causing the operating system to issue, after the operating system has 
completed the shutdown process, a power management event as an instruction to 
update the firmware and to power off or reboot the information-processing apparatus 
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(col. 2 lines 21-29 "once the updates have performed the computer system must be 
rebooted") (col. 4 lines 29-39 "implement as part of operating system","instructions 
that... cause those devices to perform steps"); and 

executing a firmware-updating process to update the firmware into new firmware, 
in response to the power management event issued from the operating system when 
the operating system jhas completed the shutdown process (col. 2 lines 21-29 
"shutdown in a maintenance mode to permit updates"), and then powering off or 
rebooting the information-processing apparatus (col. 2 lines 21-29 "once the updates 
have been performed, the computer system must be rebooted"). 

20. As to claim 23: 

Agha discloses issuing, from an application program executed on an operating 

i. 

system to the operating system (col. 4 lines 29-39 "computer program" "routines... 
implemented as part of an operating system"), a shutdown request (col. 2 lines 21-29 
"requires computer system to be shutdown") containing a request for updating firmware 
(col. 2 lines 21-29 "shut down to permit updates to the program code") stored in a 
nonvolatile memory device provided in the information-processing apparatus (col. 1 
lines 18-22 "program code includes... BIOS"; col. 1 lines 65-67 "stored in an electrically- 
rewriteable read-only memory such as a flash memory"); 

activating a firmware-updating program operable without the operating system 

(col. 4 lines 29-39 "computer programs" "as part of an operating system or... 

program"), in response to a power management event as an instruction to update the 
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firmware and to power off or reboot the information-processing apparatus (col. 2 lines 
21-29 "maintenance rpode" "updates to the program" "must be rebooted"), which is 
issued from the operating system after the operating system has completed a 
shutdown process (col. 2 lines 21-29 "shutdown in a maintenance mode to permit 

updates") (col. 4 lines 29-39 "implement as part of operating system", "instructions 

t 

that... cause those devices to perform steps"); and 

powering off or rebooting the information-processing apparatus after the 
firmware is updated using the firmware-updating program (col. 2 lines 21-29 "once the 
updates have been performed, the computer system must be rebooted") (col. 4 lines 
29-29 "computer program comprise instruction that cause... to perform steps"). 

21. As to claim 24: 

Agha discloses a program stored in a storage medium and operable, when 
executed on a computer to cause said computer to execute a firmware-updating 
process for updating of firmware in the computer, said program causing said computer 
to perform the steps of (col. 4, lines 40-52 "program product" "non-volatile memory 
devices..."): 

receiving a firmware-updating request for updating the firmware, which is issued 
from an operating system (col. 4, lines 29-39 "routines executed as part of an operating 
system"; col. 2 lines 21-29 "to permit updates to the program code") when the operating 
system has executed a shutdown process on the computer (col. 2 lines 21-29 "requires 
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the computer system to be shutdown... in a maintenance mode to permit updates to the 
program code"); and 

executing a firmware-updating process for updating, into new firmware (col. 2 
lines 21-29 "program code update", the firmware stored in a nonvolatile memory device 

provided in the computer (col. 1 lines 18-22 "program code includes... BIOS"; col. 1 

I 

lines 65-67 "stored in an electrically-rewriteable read-only memory such as a flash 
memory"), after the operating system has completed the shutdown process (col. 2 lines 
21-29 "shutdown... to permit updates") (col. 4 lines 29-39 "computer program" 
"routines... implemented as part of an operating system"). 

22. As to claim 25: : 

Rejection of claim 24 is incorporated and further Agha discloses wherein the 
firmware-updating request is included in a power management event (col. 2 lines 21-29 
"maintenance mode to permit updates to the program code") issued, from the operating 
system when the operating system has completed the shutdown process (see claim 24) 
(col. 2 lines 21-29 "shutdown in a maintenance mode to permit updates"), to power off 
or reboot the computer (col. 2 lines 21-29 "computer system must be rebooted"), and 
the program further operative to cause the computer to power off or reboot after 
completing the firmware-updating process (col. 2 lines 21-29 "once the updates have 
been performed, the computer system must be rebooted"). 

Claim Rejections - 35 USC § 103 

i 
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« 

23. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

i 

(a) A patent may nqt be obtained though the invention is not identically disclosed or described as set 
forth in section 102!of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall nbt be negatived by the manner in which the invention was made. 

24. Claims 4-5, 1 1 ,120-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 

i 

over Agha as applied to claims 2, 10, 18 above, and further in view of Kaneshima 
(USPN 5,737,585), hereafter "Kaneshima". 

t 

25. As to claim 4: 

Rejection of claim 2 is incorporated and further Agha discloses the shutdown 
request issuing means for reporting to the operating system in order for new firmware to 
be written into the nonvolatile memory device (col. 2 lines 22-23 "system to be 
shutdown in a maintenance mode to permit updates"; col. 4 lines 29-40 "operating 

i 

system" - Explains that "computer programs comprising instructions" when "executed" 
perform the steps of updating; col. 2 lines 21-25 "the computer system is shutdown to 
permit the updates").. ' 

Agha discloses the second means includes means for reading the new firmware 
because of the instruction to update the firmware supplied from the operating system, 
and writing the read new firmware into the nonvolatile memory device (col. 4 lines 29-40 
col. 4 lines 29-40 "operating system"; - Explains that "computer programs comprising 
instructions" when "executed" perform the steps of updating). 
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Agha does not disclose first address information indicative of a storage location 

i 

of new firmware included in the shutdown request issuing means. Also, Agha does not 
disclose the information of a storage location indicated by a second address 
information included in the second means. 

However, Kaneshima teaches a first and second address information (col. 4 lines 

j 

17-26 "Logical addresses... are converted to physical (real) addresses..."). 

Agha and Kaneshima are analogous art because both teach methods of updating 
firmware. At the time of the applicant's invention, it would have been obvious to one of 
ordinary skill in the art to include in the shutdown request issuing means and second 
means of Agha the first and second address information, respectively, of Kaneshima 
for maintenance of firmware (Agha, col. 2 lines 21-29 "maintenance mode" including 
updating the firmware on the nonvolatile memory. The motivation would have been 
because the mapping is required, when the firmware is maintained, i.e. the firmware is 
written to the non-volatile memory, as suggested by Kaneshima in col. 4 lines 33-37. 

26. As to claim 5: ■ 

Rejection of claim 4 is incorporated and further claim 5 recites limitations already 
discussed in connection with claim 4 therefore; claim 5 is rejected under the same 
rationale as claim 4 (see claim 4). 

27. As to claim 11: 

Rejection of claim 10 is incorporated and further see rejection of claim 4. 
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28. 



As to claim 20: i 



Rejection of claim 18 is incorporated and further see rejection of claim 4. 



29. As to claim 21 :J 

Rejection of claim 18 is incorporated and further see rejection of claim 6. 



30. Claims 6-7, 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Agha as applied to claims 2, 10 above, and further in view of Kaneshima (USPN 
5,737,585), hereafter "Kaneshima" and Nevis et al. (USPN 6,581,159), hereafter 
"Nevis". 



Rejection of claim 2 is incorporated and further Agha discloses the shutdown 
request issuing means (col. 2 lines 21-29 "requires... shutdown") includes means for 
reporting (col. 4 lines 29-39 "routines executed"), to the operating system (col. 4 lines 
29-39 "operating system"), an updating information package that contains the new 
firmware (col. 2 lines 21-29 "program code update") to be written into the nonvolatile 
memory device (col. 1 lines 17-21 "program code... includes... BIOS") and an updating- 



process program used to write the new firmware into the nonvolatile memory device 
(col. 4 lines 29-39 "computer programs comprise instructions that...); and 



31. 



As to claim 6: 
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the second means include means for calling for the updating-process program in 
a storage location (col. 4 lines 29-52 "when read and executed"; "devices such as hard 
disk drives"), thereby causing the updating-process program to execute an updating 

i 

process for writing the new firmware of the updating information package into the 

nonvolatile memory device (col. 4 lines 29-39 "...cause systems to perform the steps"; 

I 

col. 2 lines 21-29 "updates have been performed"). 

Agha does not explicitly disclose the first and second address information 
indicative of a storage location of an update information package. Also Agha does not 
explicitly disclose the updating-process program contained in the updating information 
package. 

However, Kaneshima teaches a first and second address information indicative of 
of storage location of an update information package (col. 4 lines 17-26 "Logical 
addresses... are converted to physical (real) addresses..." "corresponding addresses... 
stored in the nonvolatile memory"; lines 33-37 "mapping, when firmware is maintained"). 

Agha and Kaneshima are analogous art because both teach methods of updating 
firmware. At the time of the applicant's invention, it would have been obvious to one of 
ordinary skill in the art to include in the shutdown request issuing means and second 
means of Agha the first and second address information, respectively, of Kaneshima 
for maintenance of firmware (Agha, col. 2 lines 21-29 "maintenance mode") including 
updating the firmware on the nonvolatile memory. The motivation would have been 
because the mapping is required, when the firmware is maintained, i.e. the firmware is 
written to the non-volatile memory, as suggested by Kaneshima in col. 4 lines 33-37. 
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Also, Nevis teaches updating-process program contained in the updating 
information package (col. 3 lines 53-58 "BIOS update package... including a firmware 
update application and firmware update data"). 

Agha and Kaneshima and Nevis are analogous art because both teach methods 
of updating firmware. At the time of the applicant's invention, it would have been 
obvious to one of ordinary skill in the art to include in the updating information package 
of Agha containing the new firmware, the updating-process program of Nevis used for 
performing the update. The motivation would have been to provide an updating- 
process program that can "perform some validation to verify that the firmware update is 
the correct one for the target computing platform and that the update data is not 
corrupt" as taught by Nevis col. 3 lines 60-67, thereby preventing the writing of corrupt 
data. 

32. As to claim 7: 

Rejection of claim 6 is incorporated and further claim 7 recites limitations already 
discussed in connection with claim 6 therefore; claim 7 is rejected under the same 
rationale as claim 6 (see claim 6). 

33. As to claim 12: 

Rejection of claim 10 is incorporated and further see rejection of claim 6. 
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Allowable Subject Matter 

34. Claim 16 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 

base claim and any intervening claims. 

> 

i 

i 
i 

i Conclusion 

! 

i 

35. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Hobson (USPN 6,122,748) teaches Bios interacting with operating system. 
Christeson et al. (USPN 5,579,522) teaches update of non-volatile memory. 
Chiles et al. (USPN 6,581 ,157) teaches update of non-volatile memory. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Carlene Gordon whose telephone number is (571) 272- 
3722. The examiner can normally be reached on Mon.-Fri. 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kakali Chaki can be reached on (571) 272-3719. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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i 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

i 

you have questions on access to the Private PAIR system, contact the Electronic 

i 

Business Center (EBC) at 866-217-9197 (toll-free). 
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